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DECI SI ON ON APPEAL

This is a decision on appeal fromthe exam ner's fina
rejection of clains 1 through 16, which are all of the clains
pending in this application.

The appellants' invention relates to a pill with a mcro

barcode containing identification and/or medical information

! Application for patent filed August 5, 1994,
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concerning the pill and also a nmethod and device for retrieving

2

the information fromthe ncro barcode. Clainms 1 and 5 are

illustrative of the clained invention, and they read as foll ows:
1. A pill on which is inprinted mcro barcode, said mcro

bar code containing informati on pertaining to any one of
nmedi cation contents of the pill and source identification of the

pill.

5. A device for retrieving informati on encoded on a mcro
barcode inprinted on a pill and indicating the retrieved
information to a user, conprising:

means for scanning the mcro barcode on the pill to retrieve
i nformati on encoded in the mcro barcode;

nmeans for interpreting the scanned m cro barcode; and

nmeans responsive to results of interpretation by said
interpreting neans for indicating information encoded in the
m cro barcode in a manner understandable to the user

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

W tt wer 4, 478, 658 Oct. 23, 1984
Shami r 5,118, 369 Jun. 02, 1992
Aur eni us? 5,129, 974 Jul . 14, 1992

Clainms 1 through 16 stand rejected under 35 U.S.C. 8§ 103 as
bei ng unpatentabl e over Wttwer in view of Shamr or Aurenius.
Reference is nade to the Exam ner's Answer (Paper No. 15,

mai | ed June 27, 1996) for the exam ner's conplete reasoning in

> Appel lants may find U.S. Patent 5,700,998 to Palti to be
of interest.

® Since the disclosures of Shamir and Aurenius are virtually
the same, only Shamr wll be discussed in this opinion
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support of the rejections, and to the appellants' Brief (Paper
Nos. 13 and 20, filed January 16, 1996 and April 8, 1999,
respectively) and Reply Brief (Paper No. 16, filed July 29, 1996)
for the appellants' argunents thereagainst.
OPI NI ON

As a prelimnary nmatter, we note that appellants state on
page 4 of the Brief that "each claimis believed to contain
pat ent abl e subject matter in its own right and should not be
grouped together." For the next four pages appellants reproduce
the [imtations recited in each claim Also, in the paragraph
bri dgi ng pages 22 and 23, appellants group clains 4, 10, and 16;
clainms 5 and 11; clainms 6, 7, 12, and 13; and clainms 3, 8, 9, 14,
and 15; and for each group state that the references do not teach
the particular additional limtation. However, appellants have
not presented argunents in accordance with 37 CFR 8§ 1.192(c)(7)
(1995).* Accordingly, we will consider all of the clains as

grouped together, with claim1l as representati ve.

* "For each ground of rejection which appellant contests and
whi ch applies to a group of two or nore clains, the Board shal
select a single claimfromthe group and shall decide the appea
as to the ground of rejection on the basis of that claimalone
unl ess a statenent is included that the clains of the group do
not stand or fall together and, in the argument under paragraph
(c)(8) of this section, appellant explains why the clains of the
group are believed to be separately patentable. Merely pointing
out differences in what the clains cover is not an argunent as to

why the clains are separately patentable” (underlining added for
enphasi s) .
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We have carefully considered the clains, the applied prior
art references, and the respective positions articulated by the
appel l ants and the exam ner. As a consequence of our review, we
wi Il reverse the obviousness rejection of clains 1 through 16.

The exam ner conbines Wttwer and Shamr to reject all of
the clainms. Wttwer discloses (colum 9, lines 19-20)
“"inmprinting of |ogos, codes or the |ike may be placed on the
visible surface of the |abel."” The exam ner focuses on those two
lines (Final Rejection, page 5) as "the incentive for |abelling
capsul es using snmall labels.” Shamr teaches (colum 4, |ines
42-44) that "mcrol abels nmay be utilized in any application in
whi ch product identification requires exceedingly snmall |abels.™

The exam ner concludes (Final Rejection, page 5) that since

Wttwer teaches using small |abels, and Shamr teaches using
m crol abels for small |abels, "it would have been an obvi ous
expedient for one with ordinary skill in the art to attach the

m cro-| abel s as taught by Shamr [or Aurenius] to the capsules.”
There are two problens with the exam ner's concl usi on.
First, the end of the paragraph in Wttwer states (colum 9,
lines 31-39):
The application of indicia by inprinting provides a
further visual characteristic that enhances the tanper-
evident capabilities of the seal. As difficult as it
is to cosnetically reconstruct a fractured seal, so

much nore so is the reconstruction of a fractured | ogo
to assure alignnent, continuity, etc. Inprinting,

4
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therefore, serves as a val uabl e additional step that
enhances the tanper-evident qualities of the capsule
seal prepared by the present invention.
In other words, the code or logo in Wttwer nust be visible, as
it nmust assist in assuring alignnent. The exam ner asserts
(Answer, page 4), "[a]lthough the presence of the codes on the
| abel woul d enhance tanpering evidence, this is just considered
as an additional benefit of printing the codes on the |abel's
surface. The codes, thenselves, have several old and known
utilities such as containing useful information for
identification purposes.” The exam ner's reasoning, however, is
backwards; the presence of the codes is specified as being for
enhanci ng tanpering evidence, and any utility such as for
identification purposes would be the additional benefits. As
expl ai ned by appellants (Brief, page 16), to print a mcro
bar code, which would not be visible to the human eye, woul d
"frustrate Wttwer's goal in pronoting anti-tanpering through
vi sual inspection of the label itself with the human eye."
Second, the exam ner has skipped a step in conbining the
references. For Shamr to be applied, the primary reference nust

i nclude "product identification [which] requires exceedingly

small | abels" (Shamr, colum 4, |ines 42-44, underlining added

for enphasis). Wile it is true that the capsules of Wttwer use

smal | | abels, as explained by appellants (Brief, page 11),
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"Wttwer uses |abels strictly for anti-tanpering purposes;

product identification is not even a consideration.” Although
one could view product identification as being enconpassed by

"l ogos, codes or the like," Wttwer specifies that the codes or

| ogos nust remain visible. Therefore, they cannot be exceedi ngly
small. Accordingly, Shamr is not applicable and, as such, not
properly conbinable with Wttwer.

In addition, the exam ner states (Final Rejection, page 6)
that "[a]s to the clained nedication contents of the pills, it is
respectfully submtted that the use of a regular size |abel
havi ng the contents and the source identification of the nedicine
is notoriously well known." W agree that such information is
generally included on a | abel on the nedicine bottle. However,
we cannot agree with the exam ner's conclusion that "it would
have been an obvi ous expedient for one with ordinary skill in the
art to print the information on a mcro-barcode |abel with art
recogni zed equi valent,"” w thout sone evidence show ng either the
need to have such information on each pill or the equival ence of
providing the information on the bottle with having it on each
pill. The examner's "further notivation"” (Final Rejection, page
6) for noving the information to the individual pill, i.e., to
"prevent fraudulent [sic] in the case that the contents of the

pills are considered critical" comes straight from appellants
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speci fication w thout any suggestion in the prior art, and

t herefore does not provide a proper basis for obviousness.

"There nust be sone reason, suggestion, or notivation found in
the prior art whereby a person of ordinary skill in the field of
the invention would nake the conbination. That know edge can not

come fromthe applicant's invention itself." See In re Cetiker,

977 F.2d 1443, 1447, 24 USPQ2d 1443, 1446 (Fed. Cir. 1992).

The exam ner further states (Answer, page 8) that "if one
has decided to go fromvisual verification to machine
verification, there is no desire to maintain the size of
Wttwer's |abel." W agree that |abels that are to be read by
machi ne generally do not need to be visible to the human eye.
However, in the present case, the exam ner has presented no
rationale for noving to machine verification. Further, as the
pur pose of Wttwer is visual verification, changing the size and
switching to machine verification would be contrary to the
teachings of the primary reference. Accordingly, we cannot
sustain the obviousness rejection of claim1 and its dependents,
clains 2 through 4. Further, since each of clains 5 and 11
includes the imtation of a mcro barcode inprinted on a pill,
we nust reverse the obviousness rejection of clains 5, 11, and

their dependents, clains 6 through 10 and 12 t hrough 16.
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CONCLUSI ON

The decision of the exam ner rejecting clains 1 through 16
under 35 U.S.C. § 103 is reversed.
REVERSED

ANI TA PELLMAN GROSS
Adm ni strative Patent Judge
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